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DETAILED ACTION 

1. This is a 371 National Stage Application of PCT/EP2003/08513. Claims 1-14 are 
currently pending in this application. 

Election/Restrictions 

2. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions, which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

Specifically, due the to the numerous variables in the clams, i.e. R\ R^, R^ and 
R^ for the amino ketones of formula II, and their widely divergent meanings, a precise 
listing of inventive groups cannot be made. The following groups are exemplary: 

Group I, claims 1 - 14 drawn to the process for preparation of an amino alcohol 
according to claim 5 in part, and wherein R\ is an aromatic carbocyclic such as a 
phenyl as defined in claim 2, and R^ is a methyl as defined in claim 3, and n is 1 as 
defined by claim 4, and the catalyst of formula A is a transition-metal complex 
containing rhodium or salts thereof as defined in claim 7. 

Group II, claims 1-14 drawn to the process for preparation of amino alcohol 
claim 5 in part and not covered by Group I, wherein R\ is a heterocyclic radical such as 
2-thienl as defined in claim 2 and R^ is a methyl as defined in claim 3, and n is 1 as 
defined by claim 4, and the catalyst of formula A is a transition-metal complex 
containing rhodium or salts thereof as defined in claim 7. 
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Group III, claims 1- 4, and 6-14 drawn to the process for preparation of amino 
alcohol not covered by Groups I and II, wherein is aromatic carbocyclic which is 
unsubstituted or mono- or polysubstituted by and/or R"^ (wherein R^ and R"^ are as 
defined), and R^ is C1.20 alkyi, and n is 0-3, and a catalyst of formula A, as defined. 

Group IV, claims 1- 4, and 6 -14 drawn to the process for preparation of amino 
alcohol covered by Groups I, II and III, wherein R^ is heterocyclic which is unsubstituted 
or mono- or polysubstituted by R^ and/or R"* (wherein R^ and R"* are as defined), and R^ 
is C1.20 alkyl» and n is 0-3, and a catalyst of formula A as defined. 

Group V, claims 1- 4, and 6-14 drawn to the process for preparation of amino 
alcohol covered by Groups I and II, wherein R^ is aromatic carbocyclic which is 
unsubstituted or mono- or polysubstituted by R^ and/or R"^ (wherein R^ and R^ are as 
defined), and R^ is H, and n is 0-3, and a catalyst of formula A as defined. 

Group VI, claims 1-4, and 6-14 drawn to the process for preparation of amino 
alcohol covered by Groups I, II and III, wherein R'' is heterocyclic which is unsubstituted 
or mono- or polysubstituted by R^ and/or R^ (wherein R^ and R^ are as defined), and R^ 
is H, and n is 0-3, and a catalyst of formula A as defined. 

Group VII, claims 1- 4, and 6-14 drawn to the process for amino alcohol not 
covered by Groups l-VI. 

. Therefore, the claims herein lack unity of invention because lack of unity exists 
between all of the various combinations. 
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3. The inventions listed as Groups I - VI do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons. 

The technical feature linking Groups I - VI, the process for the preparation of 
amino alcohols, is the utilization of a compound of formula II. However, G. Helmchen et 
al.r "HOUBEN-WEYL Methods of Organic Chemistry: Additional and Suppl. Vol. to the 
4^ ED. Vol. E 21 D, Stereoselecive Synthesis (Pages 3995-3997, Chapter 2.2.1.2.7)" 30 
November 1995 (1995-11-30), George Thieme Verlag, Stutgart - New York 
XP002262293, ISBN: 3-13-100114-3; teaches a process of using a compound of 
formula II to make amino alcohols of formula I as taught by Applicant's invention. 
Therefore, the technical feature linking the inventions of Groups I - VII does not 
constitute a special technical feature as defined by PCT Rule 13.2, as it does not define 
a contribution over the prior art. 

Accordingly Groups I - VII are not so linked by the same or a corresponding 
special technical feature as to from a single general inventive concept. 

Election of Species 

4. The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the following reasons: 

Species A: The transition-metal complexed to a chiral diphosphine ligand 
according to formula A of claims 1 , 6 and 7 used in the processes of Groups l-VII as set 
out above, and as defined to contain individually specific functional groups with respect 
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to through R^^, m, and R^ , R^ and R^ as defined and/or defined as B which contains 
individually specific functional groups Y,Z, Q in claim 1. 

Species B: The transition-metal complexed to a chiral diphosphine ligand 
according to formulas A1 to A5 of claim 8 used in the processes of Groups l-VII as set 
out above, and as defined to contain individually specific functional groups with respect 
to Ph, X, and R' as defined in claim 8. 

In addition to electing a single compound of formula II for use in the 
processes of Groups l-VII, applicant must elect a single species to which claims 
shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify claims readable on the elected species, including any claims 
subsequently added. Even if applicant traverses this requirement an election of species 
must be made. An argument that a claim is allowable or that all claims are generic is 
considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1 .141 . If claims are added after 
the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 

5. The claims are deemed to correspond to the species listed above in the following 
manner: 

Species A: Claims 1. 6 and 7 (in part) 
Species B: Claim 8 (in part) 
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The species lack unit because they differ in elements, bonding arrangements and 
chemical structure to such an extent that at reference anticipating any one group would 
not render the other group obvious, thus unpatentability of any group would not 
necessarily imply unpatentability of another group. The varying classes and subclasses 
of each diverse structure as delineated will constitute an enormous search burden. 

6. The following claim(s) are generic: Claims 1 and 6-8. 

Applicant is advised that the reply to this requirement to be complete must 
include (1) an election of a species and invention to be examined even though the 
requirement be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an Invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
record showing the inventions or species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art. the evidence or admission may be used in a rejection 
under 35 U.S.C. 103(a) of the other invention. 

7. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
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or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
8. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Yate K. Cutliff whose telephone number is (571) 272- 
9067. The examiner can normally be reached on M-TH 8:30 a.m. - 4:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang can be reached on (571) 272 - 0562. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications Is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Yate K. Cutliff ^ y 
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